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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name American Express Marketing & Development Corp.

Entity Corporation Citizenship Delaware

Address World Financial Center, 49th Floor 200 Vesey Street
New York, NY 10285
UNITED STATES

Attorney
information

Mark Liss and Boris Umansky
Leydig Voit & Mayer, Ltd.
Two Prudential Plaza, 180 N. Stetson Suite 4900
Chicago, IL 60601
UNITED STATES
mliss@leydig.com,bumansky@leydig.com,trademark@leydig.com
Phone:312-616-5600

Applicant Information

Application No 77439287 Publication date 08/26/2008

Opposition Filing
Date

09/03/2008 Opposition
Period Ends

09/25/2008

Applicant Gilad Development Corporation
Suite 285 5959 Topanga Canyon Boulevard
Woodland Hills, CA 91367
UNITED STATES

Goods/Services Affected by Opposition

Class 039.
All goods and services in the class are opposed, namely: transportation services, namely,
transporting passengers by means of a 19th century replica train

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Dilution Trademark Act section 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

1024840 Application Date 05/15/1974

Registration Date 11/11/1975 Foreign Priority
Date

NONE

Word Mark AMERICAN EXPRESS

Design Mark

http://estta.uspto.gov


Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 1971/00/00 First Use In Commerce: 1971/00/00
COMPUTERIZED CREDIT AUTHORIZATION, CONVENTION AND MEETING
ARRANGEMENT SERVICES AND REAL ESTATE MANAGEMENT SERVICES
Class 036. First use: First Use: 1850/00/00 First Use In Commerce: 1850/00/00
FINANCIAL AND FINANCIALLY RELATED SERVICES-NAMELY, CREDIT
CARD SERVICES, TRAVELER'S CHECK SERVICES, MONEY ORDER
SERVICES, INTERNATIONAL BANKING SERVICES, INVESTMENT BANKING
SERVICES, MILITARY BANKING SERVICES, FINANCIAL SERVICES FOR
TRAVELERS, FOREIGN REMITTANCE SERVICES, ELECTRONIC FUNDS
TRANSFER SERVICES, MUTUAL FUND INVESTMENT SERVICES AND
INSURANCE UNDERWRITING SERVICES
Class 039. First use: First Use: 1915/00/00 First Use In Commerce: 1915/00/00
TRAVEL SERVICES-NAMELY, TICKET AND TOUR ARRANGEMENTS,
TRANSPORTATION, TOUR AND SIGHTSEEING RESERVATION SERVICES
Class 042. First use: First Use: 1969/00/00 First Use In Commerce: 1969/00/00
GENERAL MERCHANDISE MAIL ORDER SERVICES AND HOTEL SERVICES

U.S. Registration
No.

1032516 Application Date 01/27/1975

Registration Date 02/03/1976 Foreign Priority
Date

NONE

Word Mark AMERICAN EXPRESS

Design Mark

Description of
Mark

NONE

Goods/Services Class 036. First use: First Use: 1974/12/11 First Use In Commerce: 1974/12/11
FINANCIAL SERVICES FOR TRAVELERS-NAMELY, TRAVELER'S CHECK
SERVICES, MONEY ORDER SERVICES, CREDIT CARD SERVICES AND
FOREIGN REMITTANCE SERVICES
Class 039. First use: First Use: 1974/12/11 First Use In Commerce: 1974/12/11
TRAVEL AGENCY SERVICES-NAMELY, TICKET AND TOUR
ARRANGEMENTS; TOUR AND SIGHTSEEING RESERVATION SERVICES
Class 042. First use: First Use: 1974/12/11 First Use In Commerce: 1974/12/11
RETAIL GENERAL MERCHANDISE MAIL ORDER SERVICES; MOTEL
RESERVATION SERVICES

U.S. Registration
No.

2338220 Application Date 03/22/1999

Registration Date 04/04/2000 Foreign Priority
Date

NONE

Word Mark AMERICAN EXPRESS ONE

Design Mark

Description of
Mark

NONE

Goods/Services Class 039. First use: First Use: 1999/03/22 First Use In Commerce: 1999/03/22
TRAVEL AGENCY SERVICES, NAMELY, MAKING RESERVATIONS AND
BOOKINGS FOR TRANSPORTATION; TRAVEL BOOKING AGENCIES;
TRAVEL INFORMATION SERVICES; ARRANGING TRAVEL TOURS
Class 042. First use: First Use: 1999/03/22 First Use In Commerce: 1999/03/22



TRAVEL AGENCY SERVICES, NAMELY, MAKING RESERVATIONS AND
BOOKINGS FOR TEMPORARY LODGING

U.S. Registration
No.

2645207 Application Date 10/20/2000

Registration Date 11/05/2002 Foreign Priority
Date

NONE

Word Mark BLUE FROM AMERICAN EXPRESS

Design Mark

Description of
Mark

NONE

Goods/Services Class 036. First use: First Use: 1999/09/08 First Use In Commerce: 1999/09/08
FINANCIAL SERVICES, NAMELY, PROVIDING CREDIT CARD, DEBIT CARD,
CHARGE CARD, AND STORED VALUE AND SMART CARD SERVICES;
ELECTRONIC FUNDS AND CURRENCY TRANSFER SERVICES,
ELECTRONIC PAYMENTS SERVICES, NAMELY, ELECTRONIC
PROCESSING AND TRANSMISSION OF BILL PAYMENT; CASH
DISBURSEMENT SERVICES, AND, TRANSACTION, AUTHORIZATION AND
SETTLEMENT SERVICES, NAMELY, CREDIT CARD VERIFICATION;
TRAVELERS CHECK ISSUANCE SERVICES, MONEY ORDER SERVICES,
AND INTERNATIONAL BANKING SERVICES, INVESTMENT BANKING
SERVICES, MILITARY BANKING SERVICES, AND FINANCIAL SERVICES
FOR TRAVELERS, NAMELY, FINANCIAL EXCHANGE AND TRANSFER OF
ELECTRONIC FUNDS; MUTUAL FUND INVESTMENT SERVICES, AND
CREDIT CARD PURCHASE PROTECTION, NAMELY, POTENTIAL
REIMBURSEMENT OF FUNDS FOR DISPUTED ITEMS; PROVIDING AN
INTERACTIVE WEB SITE FEATURING INFORMATION IN THE FIELD OF
FINANCIAL SERVICES; COMPUTERIZED CREDIT CARD VERIFICATION;
ELECTRONIC CASH TRANSACTIONS
Class 039. First use: First Use: 1999/09/08 First Use In Commerce: 1999/09/08
ARRANGING TRAVEL TOURS AS A BONUS PROGRAM FOR CREDIT CARD
CUSTOMERS; TRAVEL AGENCY SERVICES, NAMELY, TRANSPORTATION
RESERVATION SERVICES
Class 042. First use: First Use: 1999/09/08 First Use In Commerce: 1999/09/08
COMPUTER SECURITY SERVICES, NAMELY, PROVIDING SECURED
TRANSACTION AND ONLINE SECURITY SERVICES OVER A GLOBAL
COMPUTER NETWORK TO ENSURE THE SECURITY, AUTHENTICATION
AND VERIFICATION OF ONLINE FINANCIAL TRANSACTIONS; TRAVEL
AGENCY SERVICES, NAMELY, MAKING RESERVATIONS AND BOOKINGS
FOR TEMPORARY LODGING

U.S. Registration
No.

3157593 Application Date 09/28/2005

Registration Date 10/17/2006 Foreign Priority
Date

NONE

Word Mark AMERICAN EXPRESS

Design Mark

Description of
Mark

NONE

Goods/Services Class 016. First use: First Use: 1974/12/11 First Use In Commerce: 1974/12/11
Periodic magazines, newsletters, brochures and leaflets dealing with travel,
dining and hotels
Class 035. First use: First Use: 1974/12/11 First Use In Commerce: 1974/12/11



Promoting the sale of goods and services of others by awarding purchase points
for credit card use
Class 036. First use: First Use: 1974/12/11 First Use In Commerce: 1974/12/11
Financial services, namely, charge and credit card services; travelers check
issuance and financing services related thereto; money order services;
international banking services; military banking services; electronic funds
transfer and bill payment processing services; life, health and accident
insurance underwriting services; insurance administration and insurance claims
processing services; computerized credit authorization and financial risk
management services
Class 039. First use: First Use: 1974/12/11 First Use In Commerce: 1974/12/11
Travel agency services, namely, ticket and tour arrangements; tour and
sightseeing reservation services; organizing of tours; arranging the
transportation of passengers by land, air and water; personal tour guide services
and tour information; cargo handling in the nature of handling of passengers'
luggage and arranging baggage transfer; arranging for automobile and bus
rentals
Class 043. First use: First Use: 1974/12/11 First Use In Commerce: 1974/12/11
Making hotel reservations for others; reservation of hotel rooms for travelers

Related
Proceedings

91183362
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Boris Umansky/

Name Mark Liss and Boris Umansky

Date 09/03/2008




























